Protection of intellectual property rights

at the customs border

Within the system of infringing goods turnover prevention in the country, the State Customs Service of Ukraine carries out steps to protect intellectual property rights at the customs border.

The powers of customs bodies with respect to intellectual property rights protection at the customs border of Ukraine were set to force by the decree of the Cabinet of Ministers of Ukraine "On approving the Order of registration and movement of goods containing intellectual property objects across customs border of Ukraine" of April 28, 2001 No.412, that is - yet before the new Customs code of Ukraine becomes effective. Further on, these provision norms were corresponded to the Customs code norms (part X "Control over movement of goods containing intellectual property objects across customs border of Ukraine").

According to requirements of customs legislation, powers of customs bodies on protecting intellectual property rights are restricted only with ceasing of customs registration of goods containing intellectual property objects, which are included into the register of the State Customs Service if suspected that they violate intellectual property rights. Such a situation was effective till February 11, 2007.

Experience shows that de facto inclusion of a commodity into the State Customs Service register is itself an effective preventive step to protect intellectual property rights, as supported by greater interest of the right owners to cooperate with customs bodies in these issues

In order to accord customs legislation with international law requirements and create conditions for Ukraine's accession to the WTO, as well as to implement measures in the Action plan Ukraine - EU format, the State Customs Service drafted the Law of Ukraine "On amendments to the Customs Code of Ukraine" (on contributing to protection of intellectual property rights during goods movement across customs border of Ukraine), which was adopted by the Parliament of Ukraine on November 16, 2006 No.359-V, This Law is based on provisions of the Agreement on trade- related aspects of intellectual property rights (TRIPS) and became effective February 11, 2007.

 

The main amendments and addendums defined by this Law regard particularly:

•            providing of customs bodies with the right to stop customs registration of commodity upon their own initiative - in case of customs border movement of commodity, which has not been applied for intellectual property right protection, but for which there are grounds to consider that its movement may violate intellectual property right (application of Ex Officio action provided by article 58 of TRIPS Agreement);

•            setting of the right owner's responsibility towards the owner of the commodity, customs registration of which has been stopped, but no fact of intellectual property right violation has been confirmed (corresponding provision set by article 56 of TRIPS Agreement);

•            setting of the right to require the applicant to provide deposit or equivalent guarantee substantial to protect respondent and competent bodies, and to prevent misuse (corresponding provision set by article 53 of TRIPS Agreement);

•            prohibition to export goods in the unaltered state from customs area, if their customs registration was stopped upon suspicion of violated rights of intellectual property (corresponding provision set by article 59 of TRIPS Agreement);

•            non-use of measures related to stopped customs control and customs registration of goods, which contain objects of intellectual property right and are being moved over the territory of Ukraine as transit or import to customs territory of Ukraine or are brought out of the country by physical individuals for own use and are not intended for production or any other entrepreneurial activity, being sent in international mail and express shipments (article 60 of TRIPS Agreement).

 

A significant innovation meanwhile is providing of customs bodies with the right to stop customs registration of commodity upon own initiative, if available substantial grounds to consider that that its movement over customs border of Ukraine may violate intellectual property right, even if with regards to this commodity the right owner did not apply to customs body for protecting of his rights (application of Ex Officio action provided by article 58 of TRIPS Agreement).

Moreover, following the new version of article 255 of the Customs code of Ukraine, measures related to arrest of customs registration should be applied by customs bodies also to commodities, which contain the objects of intellectual property right and are moving across customs border of Ukraine by physical individuals in cases, when aggregate value of commodities exceeds the sum equivalent to EUR 200.

According to new legislation, the State Customs Service should introduce customs register of intellectual property right objects based on applications by property right owners for objects of copyright and allied rights, trademark rights, industrial models, and geographic definitions.

Following articles 256 and 2571 of the Customs code of Ukraine (version of the Law of Ukraine of November 16, 2006, No.359-V), the State Customs Service of Ukraine drafted decree of the Cabinet of Ministers of Ukraine of April 13, 2007 No.622 "Issues of registering objects of intellectual property right in customs register, obtaining of information and interaction between customs bodies and other law and controlling bodies and owners of rights for intellectual property right objects in case of arrest of commodity customs registration initiated by customs body" (became effective only May 28, 2007).

In order to fulfill provisions of articles 257, 2571 of Customs code of Ukraine and paragraph 4 of the aforementioned decree of the Cabinet of Ministers of Ukraine, the State Customs Service issued the decree of June 20, 2007 No.520 "On approving the Order of providing deposit or equivalent guarantee to reimburse expenses related to actions of Ukrainian customs bodies, which contribute to protection of intellectual property rights". The decree became effective July 28, 2007.
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